TRADE MARKS ACT, CAP 257
LAWS OF BELIZE, REVISED EDITION 2020

IN MATTER OF APPLICATION NO. 11188.14 BY APPLE INC.
TO REGISTER TRADE MARK:

IWATCH

AND

THE OPPOSITION THERETO BY SWATCH AG
(SWATCH SA) SWATCH LTD)

T.M. RULING NO. 1/2025

The Registrar, Intellectual Property Office, Belize
Trade Marks Act, CAP. 257, Laws of Belize, Revised Edition 2020



IN THE MATTER OF Opposition by Swatch AG (Swatch SA) Swatch Ltd) (the Opponent) to

Application No. 11188.14 “IWATCH” by Apple Inc. (the Applicant)

The Application

1.

On the 8" day of October 2014, BRIGHTFLASH USA LLC., a corporation organized and
existing under the laws of the State of Delaware with address 1007 North Orange Street,
Wilmington, Delaware 19801 U.S.A, through its agent, Barrow & Williams, Attorneys-at-
Laws, (hereinafter referred to as “the Applicant”) applied under the Trade Marks Act,
Chapter 257 (hereinafter referred to as “the Act”) for registration of the trade mark
“IWATCH”.

The Application relates to the following class and goods:

Class 9: computer software; security devices, monitors and monitoring devices, cameras;
computers; computer hardware; computer peripherals; wireless communication devices,
radios; audio and video devices; global positioning system devices; accessories, parts,
components, and cases for all of the foregoing goods,

Class 14: chronometric instruments, timepieces, and bracelets; accessories, parts,

components, and cases for all of the foregoing goods.

On the 12" day of November 2014, the Senior Assistant Registrar of the Belize Intellectual
Property Office (BELIPO) issued an Office Action to the Applicant, requesting the
correction of irregularities regarding the identification of goods in both Class 9 and Class

14.

On the 27" day of November 2014, the Applicant filed with BELIPO amendment to the

application.

On the 15" day of December 2014, the Registrar of BELIPO accepted the application
absolutely. The mark was subsequently published in the Trade Marks Journal Vol. 13 - No.
26 dated the 19" day of December 2014.



Grounds of Opposition

6. A Form No. 6- Notice of Opposition to Application for Registration of a Mark
accompanied by a Statement of the Grounds of Opposition was filed on the 12" day of
March 2015 by Dujon & Dujon, Attorneys-at-Law, on behalf of Swatch AG (Swatch SA)
(Swatch Ltd.) of Jakob-Stampfli-Strasse 94, 2502 Biel/Bienne, Switzerland, CH
(hereinafter referred to as “the Opponent™).

7. According to the Statement of Grounds, the Opponent objects to the registration of the
mark IWATCH on the basis that it is similar to the earlier trade mark No. 1175.02 (

qutCh) and is sought to be registered for goods or services identical or similar to
those protected by the earlier mark, giving rise to a likelihood of confusion or association
under Section 37(2)(b) of the Trade Marks Act. The Opponent notes that the earlier mark
was duly renewed on 6 November 2012. The Opponent further claims that the targeted
consumers and channels of trade are identical or substantially similar, as both marks relate
to goods in International Class 14.

8. The Opponent also contends that the mark IWATCH is similar to the earlier mark even in
relation to dissimilar goods or services, asserting that the earlier mark enjoys a reputation
in Belize and worldwide and is a well-known mark. As such, use of the later mark would
take unfair advantage of, or be detrimental to, the distinctive character or repute of the
earlier mark, pursuant to Section 37(3) of the Act.

9. Additionally, the Opponent alleges that the application for registration was made in bad
faith under Section 35(6) of the Trade Marks Act. In the premises, the Opponent humbly

prays that the application for registration be refused.

Answer to Opposition

10. On the 24™ day of April 2015, the Applicant filed a Change of Agent, appointing Marin
Balderamos Arthurs LLP to act as its agent for the registration of the IWATCH mark.
Additionally, by Affidavit, the Applicant requested an extension of time to file the answer
to the Notice of Opposition.

11. By letter dated 10" day of June, 2015, a 30 days extension of time was granted to the
Applicant to file the Answer to the Notice of Opposition.



12. On the 3™ day of July 2015, the Applicant filed an application to Recognize Transfer of
the Application for Registration of Trademark. The Application was accepted and was
transferred to Apple Inc. of 1 infinite Loop, Cupertino, California, 95014, United States of
America.

13. A Form No. 7- Form of Answer to Opposition was filed on behalf of the Applicant on the
10™ day of July 2015.

14. The Applicant denies all statements and allegations in the Opponent’s Grounds of

Opposition. The Applicant specifically denies that the mark IWATCH is similar to the

Opponent’s earlier mark SUJCItCh , or that it covers goods or services identical or
similar to those protected by the Opponent’s mark. The Applicant asserts that there is no
phonetic, literal, visual, or aural similarity between the marks and that they do not create
the same commercial impression or meaning, and therefore no likelihood of confusion or
association exists.

15. The Applicant further denies that the targeted consumers or channels of trade are identical
or substantially similar, stating that consumers are well acquainted with each company’s
products. The Applicant highlights its own long-standing reputation, having been founded
in 1977 and having established the “I” prefix family of marks since 1998, including IMAC,
IBOOK, IPHONE, IPAD, IPOD, and others. The Applicant also emphasizes that it is the
registered proprietor of the IWATCH mark worldwide, with registrations in numerous

Paris Convention member states, and has used the mark extensively in global markets.

16. The Applicant also states that registration of the Opponent’s earlier mark SUJCItCh
does not confer an exclusive right to the word “WATCH.” It disputes that the Opponent’s
mark has the alleged reputation in Belize or worldwide and denies that registration of
IWATCH would take unfair advantage of or be detrimental to the distinctive character or
repute of the Opponent’s mark. The Applicant denies that the application was made in bad
faith and, in the premises, humbly prays that its application for registration of the

IWATCH mark be accepted.

Evidence

Opponent’s Evidence




17.

18.

19.

20.

21.

On the 7™ day of August 2015, the Opponent filed the Affidavit in Support of Opposition
sworn by Jeannine Aebi, a Swiss citizen, having domicile in Buren an der Aare,
Switzerland, and having an office at Swatch AG (Swatch SA) (Swatch Ltd) of Jakob-
Stampfli-Strassse 94, CH-2502 Biel/Bienne. Switzerland.

Ms. Jeannine Aebi is the Chief Financial Officer and Vice President of Swatch AG (Swatch
SA) (Swatch Ltd), a Swiss Corporation, the Opponent. In her Affidavit sworn to on the 3™
day of August 2015 she states inter alia that:

The conflicting signs are very similar

The Opponent argues that the opposed trademark IWATCH is confusingly similar to its

earlier trademark qutCh No. 1175.02 in visual, phonetic, and conceptual terms.

Phonetically, both marks share the dominant auditory element [wot/], resulting in identical
cadence and vowel sounds. Visually, although SUJCItCh is a figurative mark and

IWATCH is a verbal mark, the figurative element in qutCh consists only of a
slightly stylized font, making the visual similarities overwhelming. Both marks remove the
space before “watch,” and the use of upper or lowercase does not alter the overall
impression.

The Opponent further notes that both marks contain six letters, share five identical letters
in the same sequence, and appear nearly identical in the middle and ending portions. The
presence of the distinctive letter “W” may act as an eyecatcher, leading consumers,
especially in online trade, to mistakenly believe the Applicant’s goods originate from the
Opponent, a well-known Swiss watchmaker. The Opponent also highlights that on watch
dials, where trademarks appear in small size and may be partially obscured by the hands,
the likelihood of confusion is heightened. In the premises, the Opponent asserts that the
minor differences between the marks are insufficient to avoid a risk of confusion should

the trademarks coexist in trade.

The goods covered by the conflicting signs are very similar

The goods applied for under international class 14 for IWATCH “Chronometric

instruments, timepieces and bracelets [jewelry]; accessories, parts, components and cases



22.

23.

for all the aforesaid goods” overlap with the Opponent’s goods for which SUJCItCh
is registered in class 14 “precious metals and their alloys and goods in precious metals or
coated therewith not included in other classes, jewellery, precious stones, horological and

chronometric instruments.” In addition, a likelihood of confusion survey conducted in

Jamaica between qutCh and IWATCH demonstrates that nearly one out of three
(28.2%) Jamaican consumers of watches would likely confuse “IWATCH” and “

qutCh ” as being owned by the same company, providing sufficient evidence of

confusion.

Customer’s level of attention

For class 14 goods, the customer’s level of attention is normal, meaning that a subsequent
trademark must be clearly distinguished from the Opponent’s trademarks to avoid risks of
confusion. The Opponent disputes the Applicant’s assertion that the targeted consumers
and channels of trade are not identical or substantially similar, as well as the claim that
consumers are well acquainted with each company’s products and the source of the goods.
The Opponent further challenges the assertion that the Applicant’s mark is well-known in

Belize and internationally as its own.

The goodwill of the SWATCH brand

qutCh , part of The Swatch Group, the largest and most dynamic watch company

in the world, has distributed products under the qutCh brand since 1983, achieving

worldwide recognition due to massive sales, breakthrough engineering, and innovative

marketing. The qutCh watch, built with only 51 parts and launched as an

affordable, stylish product, played a major role in revitalizing the Swiss watch industry.

Developed under ETA SA, the early qutCh concept led to major technical

innovations, including the world’s thinnest watch, and later grew into a strong brand
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26.

identity under the leadership of Nicolas G. Hayek, whose direction -elevated
qutCh to major global status within the industry.

Since the introduction of its first twelve models in 1983, qutCh has expanded into

numerous product families, such as Swatch Originals, Irony, Skin, Touch, and Bijoux, and

now markets SUJCItCh in many countries worldwide. Swatch also adopted
ESWATCH and ISWATCH in 2012, with ISWATCH noted as particularly close to
IWATCH. Continuous innovation has marked the brand, including the acclaimed
SISTEMS51 automatic movement launched in 2013. Its fame is further supported by
longstanding engagement with art and sports, including collaborations with world-
renowned artists, partnerships with major art exhibitions such as La Biennale di Venezia,
and sponsorship of international sporting events across the Olympics, skiing,

snowboarding, and beach volleyball.

qutCh has established a comprehensive global distribution network via official
online stores, Swatch Stores, distributors, and flagship locations in major cities such as

New York, Shanghai, Paris, Beijing, and Hong Kong. Through extensive use over 30 years,

the qutCh brand has gained massive reputation and image worldwide and in
Belize, growing into a lifestyle brand whose notoriety extends beyond class 14 goods.
Swatch owns numerous trademark registrations for SWATCH and related marks (including
ESWATCH, POP SWATCH, and DR. SWATCH), registered internationally and in more
than 180 countries, and has built valuable goodwill and reputation in these well-known
trademarks.

Given SWATCH’s well-known status and reputation in Belize, the registration of

IWATCH for classes 9 and 14, already shown to be confusingly similar to qutCh

, would take unfair advantage of or be detrimental to the distinctive character or repute of

the SUJCItCh mark. It would dilute the significance of the mark, especially since the

targeted consumers and trade channels are identical or substantially similar.
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32.

Bad Faith Application

The Opponent submits that the application to register IWATCH is made in bad faith, as it

falls short of the standards of acceptable commercial behaviour and seeks to take advantage

of the reputation associated with the Opponent’s trademark ch'tCh .

History of Oppositions

Finally, the Opponent submits that it has filed several oppositions against identical
trademarks in different countries and that the trademark application No. 11188.14 in
international classes 09 and 14 in the name of BRIGHTFLASH USA LLC is objectionable
under the Belize Trade Marks Act and, as such, ought to be refused.

Applicant’s Evidence

On the 9" day of September 2015, the Applicant filed the Affidavit in Support of
Application by Thomas R. La Perle, of One Infinite Loop, Cupertino, California 95014,
United States of America.

Mr. Thomas R. La Perle is the Assistant Secretary with Apple Inc. In his Affidavit made
on the 9™ day of September 2015, he states inter alia that:

Apple is known for its groundbreaking technology, having introduced a series of
pioneering products and services over the last 15 years that have revolutionized multiple
industries. Notable accomplishments include the iPod media player and iTunes service, the
iPhone mobile device, the iPad tablet, and the iCloud service for personal data storage and
access.

All of these marks are indisputably famous and employ Apple’s signature branding,

31
1

consisting of a lower-case or sometimes upper-case “1” followed by a word beginning with
a capital letter. Apple’s affiliate, Brightflash USA, applied for registration of the mark
IWATCH in Classes 9 and 14 in Belize, which has since been assigned to Apple. Given

[13%2]
1

the fame of Apple’s existing family of “i”-prefix marks, the public would immediately
identify an Apple product called IWATCH as part of this family and would not consider

the mark descriptive or believe it originates from another company.



33. Apple created its family of “i”’-prefix marks in 1998 with the launch of the iMac and iBook
computers, followed by iMovie, and expanded it with iPod and iTunes in 2001. Subsequent
additions included iDVD, iCal, iPhoto, iLife, iSight, iChat, iPhone in 2007, iPad in 2010,
and iCloud in 2011. Each new mark reinforced the public perception that the “i’-prefix

brand is synonymous with Apple products:



“j”-Marks Worldwide Launch
Date
IMAC August 1998
IBOOK July 1959
IMOVIE October 1999
IDVD January 2001
ITUNES January 2001
[POD October 2001
[PHOTO January 2002
ICAL July 2002
ISYNC July 2002
ILIFE January 2003
ICHAT June 2003
ISIGHT June 2003
IWORK January 2005
IWEB January 2006
[PHONE June 2007
IPAD January 2010
IBOOKS January 2010
IBOOKSTORE January 2010
IAD April 2010
10S June 2010
ICLOUD June 2011
IMESSAGE June 2011
IBEACON December 2013

34. This list includes some of the most successful consumer products ever introduced.
Consumers readily identify Apple’s signature branding, as products bearing those marks

are in the hands of hundreds of millions of consumers. As of March 2014, Apple had sold



more than 500 million iPhone mobile electronic devices worldwide, with each successive

version achieving greater success than the last:

Model ggltzase Number of Devices Sold
iPhone 3G 7/11/2008 | 1 million devices sold in first 3 days.
iPhone 3GS 6/19/2009 | 1 million devices sold in first 3 days.
Preorders topped % million in first 24
iPhone 4 6/24/2010 | hours; 1.7 million devices sold in first 3
days.
Preorders topped 1 million in first 24
iPhone 4 10/24/2011 | hours;

4 million devices sold in first 3 days.

Preorders topped 2 million in first 24
iPhone 5 9/21/2012 | hours;

5 million devices sold in first 3 days.
iPhone 58

iPhone 5S¢ 9/20/2013 | 9 million devices sold in first 3 days.

iPhone 6 Over 10 million devices sold in the first
iPhone 6 Plus 9/19/2014 weekend.

35.

36.

37.

The announcement and introduction of the iPad received enormous media attention. Apple
sold 300,000 units on the first day, 1 million units by the end of the first month, 2 million
units by the end of the second month, and 3 million units within 90 days. As of September
2012, Apple had sold more than 350 million iPod devices worldwide.

As of February 6, 2013, Apple had sold over 25 billion songs through its iTunes digital
music store, which became the largest music retailer in the United States in 2008 and the
largest in the world in 2010, with a catalog of over 26 million songs, over 190,000 TV
episodes, and over 45,000 movies. By June 2014, Apple had sold over 200 million iPad
devices worldwide.

Apple launched its iCloud cloud computing service in October 2011; by April 2012, over
125 million consumers were using the service, increasing to over 300 million by April
2013. The 108 operating system software was released in September 2012, and within five
days over 100 million devices were running 10S 6. As of June 2014, 800 million mobile

devices ran on i0S, and by June 2013, 800 billion iMessages had been delivered.




38. The following table summarizes the extraordinary sales success of Apple's landmark

39.

40.

41.

products over the last four years:

Financial IPHONE | IPAD 1POD
Units Sold | Units Sold | Units Sold
Quarter (Millions) _| (Millions) | (Millions)
3Q 2010 8.4 33 9.4
4Q 2010 14.1 4.2 9.1
1Q 2011 16.2 7.3 195
2Q 2011 187 4.7 9.02
3Q 2011 20.3 9.3 7.5
4Q 2011 17.1 111 6.6
102012 37.0 154 154
2Q2012 35.1 118 7.7
202012 26.0 17.0 6.8
4Q 2012 26.0 14.0 5.3
102013 478 22.9 127
102013 37.4 195 5.6
302013 31.2 14.6 46
402013 33.8 14.1 35
1Q 2014 51.0 26.0 6.0
2Q 2014 43.7 16.4 2.8
3Q 2014 35.2 133 2.9
4Q 2014 39.3 123 2.6
TOTAL 539.2 237.2 137.0

31
1

As a result of the extraordinary exposure and acceptance of Apple’s numerous “i1”’-prefix
marks, the mark IWATCH is unquestionably recognized by consumers as part of Apple’s
family of marks, and a company other than Apple is unlikely to be mistaken for the source
of a product bearing the IWATCH mark. International publications from 19 November
2013 to 21 February 2014 highlight that the IWATCH mark is one of Apple’s most notable
marks, with widespread exposure, acceptance, and recognition by the general public.

i

In Belize, Apple has registered or sought registration of different

including IPHONE and IWATCH. The family of “i’-prefix marks is well-known in

-prefix marks,

Belize, and Apple has expended substantial amounts marketing these products throughout
Central America and the Caribbean, achieving enormous marketplace success. The
IWATCH mark possesses creativity, imagination, and distinctiveness, identifying Apple’s
smart watch and distinguishing it from other companies’ products.

Further, IWATCH has been registered by Apple Inc. or Brightflash USA LLC in several

jurisdictions worldwide. Several authorities, including Colombia, Peru, Macao, the United



Arab Emirates, and the Kingdom of Saudi Arabia, have ruled favorably on the registrability
of the IWATCH mark despite oppositions filed by SWATCH.

42. In the circumstances, Apple respectfully requests that the opposition to the registration of
the IWATCH mark be refused and dismissed and that the application for the said

registration be allowed.

Opponent’s Evidence in reply

43. On the 16™ day of November 2015, the Opponent filed the Affidavit in reply by Jeannine

Aebi, a Swiss citizen, having domicile in Buren an der Aare, Switzerland, and having an
office at Swatch AG (Swatch SA) (Swatch Ltd) of Jakob-Stampfli-Strassse 94, CH-2502
Biel/Bienne. Switzerland. Affidavit included Annex 1 through to Annex 5.

44. Ms. Jeannine Aebi is the Chief Financial Officer and Vice President of Swatch AG (Swatch
SA) (Swatch Ltd), a Swiss Corporation, the Opponent. In her Affidavit sworn to on the 2™
day of November 2015 she states inter alia that:

Regarding the applicant’s argument that Apple/Brightflash has registered the trademark IWATCH

In many countries:

45. Swatch has filed oppositions against IWATCH trademark applications of the adverse party
in a vast number of countries and considers filing invalidation actions where this will be
the only option. Many national Trademark Offices have issued ex officio refusals against
IWATCH applications on the grounds that the sign is either devoid of distinctive character
or conflicts with prior trademark rights. For example, OHIM ruled that IWATCH lacks
inherent distinctive character, being a simple juxtaposition of the common English terms
“I” and “WATCH,” which together do not create a mark other than one consisting
exclusively of signs or indications that may serve in trade to designate characteristics of
the goods. Consequently, as the IWATCH applications are still pending in most countries,
Apple/Brightflash cannot claim that the trademark IWATCH is registered in many

countries.

Regarding the applicant’s argument that IWATCH is associated by consumers to Apple Inc,

because of massive media reports:




46.

47.

While there have been rumours regarding a possible IWATCH product by Apple, the
company has never used this name, likely due to the difficulties in registering the sign in
many jurisdictions. Apple’s launched smartwatch is called the ““WATCH” or APPLE
WATCH, and the rumours were unfounded. This change from a potential name to the
actual name has been widely reported.

Moreover, Apple has not provided any evidence of use of IWATCH by the company. The
evidence submitted only shows global sales figures and information, without
demonstrating any connection to the trademark situation in Belize. Therefore, the claim

that consumers associate IWATCH with Apple is unfounded.

Regarding the applicant’s argument that consumers have identified I-formative marks with Apple’s

series of marks with I-:

48.

49.

50.

Even though the adverse party may own a number of marks beginning with “I,”” such “I”-
formative marks are not exclusive to this company. The concept of trademarks formed of
“I” + word or element is widespread among hundreds of third-party trademarks and cannot
be automatically associated with a given undertaking. Apple has not attempted to
monopolize the “I” prefix because of its obvious weak character, as “I” simply stands for
“Internet.” Consequently, marks beginning with “I” are not exclusively associated with
Apple and are not necessarily confusingly similar to its marks.

The “series of marks” or “family of marks” doctrine only applies when the common
element is capable of indicating the origin of the family, meaning it must be distinctive,
original, and near-exclusive to the owner. No series or family exists when the common
element lacks above-average distinctiveness or is shared by multiple parties. Therefore,
prior ownership of several “I”’-formative trademarks provides limited weight in assessing
likelihood of confusion. Moreover, Apple Inc. has never used the trademark IWATCH, as
shown in the list of “I”-formative marks submitted by the applicant.

For these reasons, the application for the trademark IWATCH has been either opposed or
refused ex officio. The Opponent also provided a list of oppositions filed by Swatch AG,
Swatch SA, and Swatch Ltd. against the applicant’s IWATCH trademark.



Regarding the applicant’s areument that the registrability of trademark IWATCH has been

recognized in many countries:

51. The decisions rendered in favour of the applicant in Colombia, Peru, Macao, the United
Arab Emirates, and the Kingdom of Saudi Arabia are not final and have all been appealed
by the Opponent. Therefore, the argument that the registrability of the trademark
IWATCH has been recognized must be considered irrelevant. Moreover, Swatch has
obtained favourable decisions against IWATCH in Honduras, Morocco, and Belize.

52. In Belize, a first application for IWATCH filed by Brightflash USA LLC was refused due

to the applicant’s failure to respond to Swatch’s opposition.

Written Submissions

53. Both parties filed written submissions prior to the oral hearing.

The Opposition Hearing

54. The Opposition Hearing was held on the 13" day September, 2024 before me acting for
the Registrar of Belize Intellectual Property Office. Mr. Nicholas Dujon, S.C., of Dujon &
Dujon, Attorneys-at-Law appeared for the Opponent. Mrs. Melissa Balderamos Mahler, of
Balderamos Arthurs LLP, Attorneys-at-Law appeared for the Applicant. At the hearing
both parties made oral submissions. Decision was reserved.

55. Based on the Notice and Statement of Grounds filed by the Opponent, the Applicant’s mark
was opposed on the following relative and absolute grounds:

(1) pursuant to s. 37(2)(b) of the Act;
(2) pursuant to s. 37(3) of the Act; and
(3) pursuant to s. 35(6) of the Act.

Section 37(2)(b)

A trade mark shall not be registered if because,

...(b) it is similar to an earlier trade mark and is to be registered for goods or services

identical with or similar to those for which the earlier trade mark is protected,

there exists a likelihood of confusion on the part of the public, which includes the likelihood

of association with the earlier trade mark.



56.

57.

58.

59.

The opponent is the proprietor of the earlier mark with Registration No. 1175.02

SUJCItCh ”. This mark is protected in Belize in Class 14 for precious metals and
their alloys and goods in precious metals or coated therewith, not included in other classes;

jewellery, precious stones; horological and chronometric instruments.

Applicant filed an application on the 8" October 2014 for registration of the mark
“IWATCH” in Class 9 for computer software, recorded; security devices, namely, mobile
image projection device for displaying retinal images; monitors [computer hardware];
cameras [photography]; computers; computer hardware; computer peripherals; wireless
communication devices for transmitting images taken by a camera; wireless
communication devices for voice, data or image transmission; radios; computer software
for controlling the operation of audio and video devices; global positioning system [GPS];
accessories, parts, components, and cases for all of the foregoing goods; and in Class 14
for chronometric instruments, timepieces, and bracelets [jewelry]; accessories, parts,

components, and cases for all of the foregoing goods.

The opponent claims that the application for the mark IWATCH is similar to the earlier

trademark qutCh and is to be registered for goods or services which are either
identical or similar to those for which the earlier trademark is protected and there is a
likelihood of confusion on the part of the public which includes the likelihood of

association with the said earlier mark.

The following principles are derived from various decisions made by EU courts in cases
such as Sabel BV v Puma AG (Case C-251/95), Canon Kabushiki Kaisha v Metro-
Goldwyn-Mayer Inc (Case C-39/97), Lloyd Schuhfabrik Meyer & Co GmbH v Klijsen
Handel B.V. (Case C-342/97), Marca Mode CV v Adidas AG & Adidas Benelux BV (Case
C-425/98), Matratzen Concord GmbH v OHIM (Case C-3/03), Medion AG v Thomson
Multimedia Sales Germany & Austria GmbH (Case C-120/04), Shaker di L. Laudato & C.
Sas v OHIM (Case C-334/05P), and Bimbo SA v OHIM (Case C-591/12P).

The key principles are as follows:



(a) The average consumer typically perceives a mark as a whole and does not analyze its
individual components.

(b) The visual, aural, and conceptual similarities between marks should be assessed based
on the overall impression they create, giving particular consideration to their
distinctive and dominant elements. A comparison based solely on the dominant
elements is acceptable only if the other components of a complex mark are deemed
negligible.

(c) The overall impression of a composite trademark may be dominated by one or more
of its elements.

(d) In certain cases, an element of a composite mark that corresponds to an earlier
trademark can still maintain a distinct and independent role, even if it is not the
dominant element.

(e) A lower degree of similarity between goods or services may be compensated for by a
greater degree of similarity between the marks, and vice versa.

(f) The likelihood of confusion should be assessed globally, considering all relevant
factors.

(g) The judgment must be made from the perspective of the average consumer, who is
presumed to be reasonably well-informed, circumspect, and observant. This consumer
often lacks the opportunity to directly compare marks and instead relies on an
imperfect mental image, with their level of attention varying based on the nature of
the goods or services involved.

(h) A higher likelihood of confusion exists when the earlier mark is highly distinctive,
either inherently or due to its use.

(1) Simply associating a later mark with an earlier mark is not enough to establish a
likelihood of confusion.

(j) The reputation of a mark does not automatically imply a likelihood of confusion
merely due to a potential association.

(k) If the association between the marks could lead the public to believe the goods or
services come from the same or economically linked entities, a likelihood of

confusion exists.



Perception of the Mark as a Whole

60. The average consumer perceives the mark as a whole. Both marks share the suffix -

WATCH, which is phonetically and visually dominant in both cases. “ SUJCItCh 1S
a coined, fanciful term (said to derive from "Second Watch"), while “IWATCH” combines

the commonly recognized tech prefix "i" (as in iPhone, iPad) with "watch".

Visual, Aural and Conceptual Similarity

61. In the case of Sabel BV v Puma AG, the Court laid down the principles that the visual,
aural, and conceptual similarities between marks should be assessed based on the overall
impression they create, giving particular consideration to their distinctive and dominant
elements. To ascertain whether there exists a likelihood of confusion on the part of the
public, the average consumer typically perceives a mark as a whole and does not analyze
its individual components.

62. The Applicant notes that there is no phonetic or literal similarity between the two marks
and that the marks do not share the same commercial impression or meaning. The applicant
claims that both marks are distinct and bear visual, phonetical, conceptual and aural
differences, which result in a completely different overall impression and eliminate any

risk of confusion.

63. Visually, qutCh has a custom, stylized lowercase font, while IWATCH in a
standard font lacks distinct design elements. Both words contain “WATCH,” but

“IWATCH?” is a single, compact term, whereas qutCh has a more visually unique

structure. SUJCItCh stylization creates a unique visual identity that differentiates it
from a standard-font word mark like IWATCH. While both marks share the “WATCH”

component, the visual similarity is minimal, primarily due to the custom font styling of

qutCh versus the plain text format of IWATCH.
64. The aural similarity between the two marks would depend on how the marks sound when

spoken aloud. IWATCH has two syllables i.e. "I-WATCH" (eye-watch). On the other



hand, ch'tCh has one syllable i.e. "Swatch" (swotch). The difference in the number
of syllables affects rhythm and pronunciation. Both marks contain the “WATCH?” sound,
making them partially similar. However, the initial sounds differ since IWATCH starts

with a clear, separate "I" sound whereas SUJCItCh starts with a blended "Sw" sound,
which is distinct from "I". IWATCH has a clear break between “I” and “WATCH,”

making it sound like two distinct parts whilst qutCh is a single smooth word with
no pause. I agree that the marks have some aural similarity due to the common “WATCH”
sound. However, they differ in syllable count, rthythm, and initial sounds, reducing overall
phonetic confusion. Their distinct pronunciations make them not aurally similar.

65. In assessing the conceptual similarity between IWATCH and I have to consider the
meaning and idea behind the trademarks. IWATCH suggests a smart or digital watch due
to the prefix “I” which is commonly associated with Apple products like iPhone, iPad,

etc.). The term "WATCH" clearly refers to a timepiece. Consumers would likely associate

IWATCH with technology, innovation, and smart devices. SUJCItCh
derived its name from “Second Watch,” originally referring to affordable, stylish Swiss

watches. It has an established fashion, lifestyle, and Swiss watchmaking identity.

qutCh is not necessarily associated with smart or digital technology, but rather
traditional and stylish timepieces. Both marks contain “WATCH,” which means they

conceptually relate to timepieces. However, qutCh does not explicitly mean
"watch", while IWATCH directly indicates a watch product. Whilst some conceptual
similarity exists because both marks relate to watches, the conceptual difference is strong
enough to reduce confusion.

66. Therefore, a visual, aural, and conceptual comparison of the marks reveals that any
similarities between them are not substantial enough to render the marks confusingly or

deceptively similar.

Dominant and Distinctive Elements

67. The dominant element in both marks is “WATCH.” Although the "I" in “IWATCH” is

distinctive and tech-associated, the “WATCH” portion remains central in the impression



conveyed. qutCh ” as a whole is also highly distinctive due to its fanciful nature

and brand reputation.

Comparison of goods

68. The respective goods are shown below:

Applicant’s mark

Opponent’s mark

Class 9:
computer software; security devices; monitors
and monitoring devices; cameras; computers;

computer hardware; computer peripherals;

Class 14:
precious metals and their alloys and goods in
precious metals or coated therewith, not

included in other classes; jewellery, precious

wireless communication devices; radios; audio | stones;  horological and  chronometric

and video devices; global positioning system | instruments
devices; accessories, parts, components, and
cases for all of the foregoing goods.

Class 14:

chronometric instruments, timepieces, and

bracelets; accessories, parts, components, and

cases for all of the foregoing goods.

69. In Class 14, the goods covered (chronometric instruments, timepieces, etc.) are identical or
highly similar in both applications. In Class 9, IWATCH extends to tech and smart
devices, which can overlap functionally with modern watches (e.g., smartwatches that track
time, health, GPS, etc.). Thus, even if the goods are not identical, they are complementary

or functionally related, especially in the consumer’s mind.

Likelihood of Confusion

70. Having considered the overall impression of the marks and the nature of the respective
goods, I find that there is no likelihood of confusion on the part of the average consumer.
While both marks contain the element “WATCH” and cover goods that may be considered

functionally related in Class 14, the marks as a whole create distinct visual, phonetic, and



conceptual impressions. qutCh” is a single, coined term with a distinctive and
well-established brand identity associated with traditional and fashionable timepieces,
whereas “IWATCH” clearly evokes a technological connotation, suggesting a smart or
digital device. The prefix “I” introduces a clear conceptual differentiation that signals a
connection to technology rather than to the opponent’s brand. Consequently, even though
some overlap may exist in the general category of timepieces, the average consumer, who
is reasonably observant and circumspect, is unlikely to be confused or to assume that the

goods originate from the same or economically linked undertakings.

Reputation and distinctiveness of earlier mark

71. 1t is accepted that the Opponent’s mark SUJCItCh” enjoys a strong reputation
internationally and in Belize, acquired through longstanding use, extensive marketing, and
consumer recognition in relation to watches and related goods. The mark is inherently
distinctive, being an invented word with no direct descriptive meaning in relation to the
goods. However, while reputation and distinctiveness are relevant factors in assessing the
likelihood of confusion, they do not automatically establish such a likelihood. As
emphasized in Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc (Case C-39/97) and
reaffirmed in subsequent jurisprudence, the existence of reputation must still be assessed

in light of the overall differences between the marks and the goods at issue. In this case,

although “ SUJCItCh ” 1s a highly distinctive and reputed mark, the conceptual and
phonetic distinctions introduced by the prefix “I” in “IWATCH” are sufficient to dispel
any likelihood of confusion or mistaken association. The mere fact that the earlier mark is
well-known does not, by itself, create confusion where the overall impressions of the marks

remain clearly different.

Association and Source Confusion

72. If the association between two marks could lead the public to believe that the goods or
services originate from the same or economically linked undertakings, a likelihood of
confusion exists. While mere association is not enough to meet this threshold, the

assessment must determine whether consumers are likely to assume a commercial



connection between the proprietors of the respective marks. The coexistence of the marks
would not reasonably lead the average consumer to believe that the goods come from the
same or economically linked sources. Any association that may arise would amount to

mere recognition rather than genuine confusion as to origin.

Section 37(3)

73.

74.

75.

A trade mark which,
(a) is identical with or similar to an earlier trade mark; and

(b) is to be registered for goods or services which are not similar to those for which the

earlier trade mark is protected,

shall not be registered if, or to the extent that, the earlier trade mark has a reputation in
Belize and the use of the later mark without due cause would take unfair advantage of, or

be detrimental to, the distinctive character or the repute of the earlier trade mark.

The Opponent claims that its SUJCItCh brand has developed a global and local
reputation, including in Belize, through 30 years of extensive use. The brand has evolved
into a recognized lifestyle brand, with influence extending beyond Class 14 goods (watches
and jewelry). Swatch owns numerous international trademark registrations, including word
and design marks, in over 180 countries, and has built strong goodwill and brand
recognition in associated marks like ESWATCH, POP SWATCH, and DR. SWATCH.
These are now considered well-known trademarks, and Swatch is actively working to
protect and enforce its rights worldwide.

The Applicant denies and disputes the Opponent’s suggestion that its mark has a reputation
in Belize and world-wide and is a well-known trade mark for which protection should be
extended.

The relevant case law can be found in the following judgments of the CJEU: Case C-
375/97, General Motors, [1999] ETMR 950, Case 252/07, Intel, [2009] ETMR 13, Case
C-408/01, Addidas-Salomon, [2004] ETMR 10 and C-487/07, L’Oreal v Bellure [2009]
ETMR 55 and Case C-323/09, Marks and Spencer v Interflora. The law appears to be as

follows.



a) The reputation of a trade mark must be established in relation to the relevant
section of the public as regards the goods or services for which the mark is

registered; General Motors, paragraph 24.

(b) The trade mark for which protection is sought must be known by a significant

part of that relevant public; General Motors, paragraph 26.

(c) It is necessary for the public when confronted with the later mark to make a link
with the earlier reputed mark, which is the case where the public calls the earlier

mark to mind; Adidas Saloman, paragraph 29 and Intel, paragraph 63.

(d) Whether such a link exists must be assessed globally taking account of all
relevant factors, including the degree of similarity between the respective marks
and between the goods/services, the extent of the overlap between the relevant
consumers for those goods/services, and the strength of the earlier mark’s

reputation and distinctiveness; Intel, paragraph 42

(e) Where a link is established, the owner of the earlier mark must also establish
the existence of one or more of the types of injury set out in the section, or there is
a serious likelihood that such an injury will occur in the future; Intel, paragraph 68;
whether this is the case must also be assessed globally, taking account of all relevant

factors; Intel, paragraph 79.

(f) Detriment to the distinctive character of the earlier mark occurs when the mark’s
ability to identify the goods/services for which it is registered is weakened as a
result of the use of the later mark, and requires evidence of a change in the economic
behaviour of the average consumer of the goods/services for which the earlier mark
is registered, or a serious risk that this will happen in future; Intel, paragraphs 76

and 77.

(g) The more unique the earlier mark appears, the greater the likelihood that the use
of a later identical or similar mark will be detrimental to its distinctive character;

Intel, paragraph 74.



(h) Detriment to the reputation of the earlier mark is caused when goods or services
for which the later mark is used may be perceived by the public in such a way that
the power of attraction of the earlier mark is reduced, and occurs particularly where
the goods or services offered under the later mark have a characteristic or quality
which is liable to have a negative impact of the earlier mark; L’Oreal v Bellure NV,

paragraph 40.

(1) The advantage arising from the use by a third party of a sign similar to a mark
with a reputation is an unfair advantage where it seeks to ride on the coat-tails of
the senior mark in order to benefit from the power of attraction, the reputation and
the prestige of that mark and to exploit, without paying any financial compensation,
the marketing effort expended by the proprietor of the mark in order to create and
maintain the mark's image. This covers, in particular, cases where, by reason of a
transfer of the image of the mark or of the characteristics which it projects to the
goods identified by the identical or similar sign, there is clear exploitation on the
coat-tails of the mark with a reputation (Marks and Spencer v Interflora, paragraph

74 and the court’s answer to question 1 in L’Oreal v Bellure).

76. The question of whether the relevant public is likely to establish a mental “link” between the
earlier and later marks must be evaluated holistically, taking into account all relevant factors. The
criteria set out in the Intel judgment provide a structured framework for this assessment. These

include:
(a) The Degree of Similarity Between the conflicting marks.

77. As previously determined, the marks in question share a minimal degree of visual similarity,
they are not aurally similar, and the conceptual difference is strong enough to reduce confusion.
When these aspects are considered collectively, the overall similarity between the marks is

assessed as low.

(b) The nature of the goods or services for which the conflicting marks are registered, or
proposed to be registered, including the degree of closeness or dissimilarity between those

goods or services, and the relevant section of the public.



78. The comparison of goods shows that while both parties’ marks cover items within Class 14,
specifically horological and chronometric instruments, the Applicant’s goods extend further into
technological products under Class 9, such as computer hardware, software, and wireless
communication devices. The goods in Class 14 are therefore identical or highly similar, whereas
those in Class 9 are only tangentially related, as modern smart devices may perform functions
comparable to timekeeping instruments. However, the technological nature of the Applicant’s
Class 9 goods distinguishes them from the Opponent’s traditional watch and jewelry products,
reducing the overall competitive proximity. The relevant section of the public comprises both
general consumers purchasing watches or jewelry and more specialized consumers interested in
smart or digital devices. These consumers are likely to exercise a moderate to high level of
attention, particularly given the functional and technological differences between traditional
watches and smart devices. Accordingly, while some overlap exists in the broad category of time-
measuring instruments, the degree of closeness between the goods is not sufficient to create a

likelihood of confusion.

(c) The Strength of the Earlier Mark’s Reputation.
79. The earlier mark has established a substantial reputation in relation to watches. This factor

weighs in favour of the opponent in the assessment of whether a link might be formed.

(d) The degree of the earlier mark’s distinctive character, whether inherent or acquired
through use.

80. The earlier mark possesses a high degree of factual distinctiveness due to its extensive and
longstanding use in connection with watches. It is therefore considered a strong mark in its

market segment.
(e) The existence of the likelihood of confusion on the part of the public.

81. It has already been concluded that there is no likelihood of confusion between the marks, even
assuming their concurrent use for the respective goods. This finding remains valid even after

accounting for the enhanced distinctiveness and reputation of the earlier mark.

82. Taking all the above factors into account, it is concluded that the relevant public, when

encountering the marks in the context of their respective goods in Classes 9 and 14, is unlikely to



establish a mental “link” between them. Accordingly, the requirements under Section 37(3) of the

Trademarks Act are not met, and this ground for opposition fails.
Unfair advantage/detriment to reputation/ distinctive character of qutCh

83. If the public's recollection of the qutCh mark when encountering IWATCH were to

give rise to a likelihood of confusion, particularly a significant risk that consumers might believe

there is an economic connection between the entities behind SUJCItCh and IWATCH then
the opponent would have a strong case under this ground. However, I conclude that no such

likelihood of confusion exists.

Section 35(6)

A trade mark shall not be registered if or to the extent that the application for registration is made

in bad faith.

84. In the Notice of Opposition filed by the Opponent, they had pursued this ground of opposition.
In the Affidavit evidence in support of their opposition they indicated that the application to
register IWATCH is made in bad faith in that it falls short of the standards of acceptable

commercial behavior in that it attempts to make use of the Opponent’s reputation associated with

the trademark SUJCItCh At the hearing the Opponent indicated that they will no longer be

pursuing opposition on this ground.
Conclusion

85. Having considered all the evidence, submissions, and applicable legal principles, I find that
the Opponent has not established grounds to prevent registration of the Applicant’s mark under

sections 37(2)(b), 37(3), or 35(6) of the Trade Marks Act. While the Opponent’s mark *
SUJCItCh ” 1is distinctive and enjoys a significant reputation both internationally and within

Belize, the similarities between the marks “ qutCh ” and “IWATCH” are insufficient to
give rise to a likelihood of confusion or to suggest that the goods originate from the same or
economically linked undertakings. The marks differ visually, aurally, and conceptually,

particularly due to the technological connotation introduced by the prefix “I” in “IWATCH,”



which distinguishes it from the Opponent’s traditional and fashion-oriented qutCh ”?
brand.

86. Moreover, although both marks cover identical or similar goods in Class 14, the Applicant’s
goods in Class 9 extend into a distinct technological category that lessens the proximity between
the parties’ offerings. The relevant public, comprising reasonably well-informed and observant

consumers, is unlikely to confuse or associate the two marks.

87. The Opponent has also failed to demonstrate that the Applicant’s mark would take unfair

advantage of or cause detriment to the distinctive character or reputation of the SUJCItCh
mark under section 37(3). No evidence or convincing argument was presented to show that the use

of “IWATCH” would dilute, tarnish, or otherwise harm the Opponent’s brand or reputation.

88. In light of the foregoing findings, the Opposition is hereby dismissed, and the Applicant’s mark
“IWATCH?” shall proceed to registration in Classes 9 and 14, subject to compliance with all other

requirements of the Trade Marks Act and Regulations.

Dated this 5" day of December 2025.

Kay King Deputy Registrar for Registrar of Intellectual Property



